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Office Action Summary 



Application No. 

09/930,536 



"^jk Applicant(s) 

GENTALEN ET AL. 



Examiner 

Jeffrey Siew 



Art Unit 

1656 



rte m».me date .> conm..lcm. J. >r. on me cov.r s),^. «m, me con^pa«^-^ - 

'Ts'hORTENED statutory period for reply ,S set to expire 1 MONTH(S) FROM 

■ earned latent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 Responsive to communication(s) filed on 1 3 September 2002 . 
2a)n This action is FINAL. 2b)D This action is non-final. 

3) n Since this application is in condition for allowance e-ept Tsfo G 2lt 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 u.^. 

Disposition of Claims 

4) 13 Claim(s) 19-30 is/are pending in the application. 

4a) Of the above claim{s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 0 Claim(s) is/are rejected. 

?)□ Claim(s) Is/are objected to. 

8M Claim(s) 19^ are subject to restriction and/or election requirement. 
Application Papers 

9)n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner^ 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

IDD The proposed drawing correction filed on is: «)□ approved b)^ disapproved by the Exam.ner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAII b)n Some*c)D None of: 

1 □ Certified copies of the priority documents have been received. 
2.n Certified copies of the priority documents have been received in Application No 



3 □ copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau {PCT Rule 1 7 2(a)) 
* See the attached detailed Office action for a list of the certified cop.es not received. 
U)D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. 1 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional applica^o" has been rece^ed^ 
15)0.AcknowIedgment is made of a claim for domestic pnonty under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 



1) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson^s Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) ■ 



4) □ Interview Summary (PTO-413) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-152) 
Q)\Z\ Otlier: 



U S Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Office Action Sumn^ary 



Part of Paper No. 15 
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DETAILED ACTION 

Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 19,20 & 29, are drawn to the array and method of using the array in which 
the array has a first and second probe that bind to nonoverlapping segments at one 
region and a single third single base pair mismatch complementary to mRNA at 
another region, classified in class 435, subclass 6. 

II. Claims 21-28 & 30, are drawn array and method of using the array in which the 
array with interrogation probes with different base and partner probes at a region, 
classified in class 435, subclass 6. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions Group I to II are unrelated. Inventions are unrelated if it can be shown that 

they are not disclosed as capable of use together and they have different modes of operation, 
different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the 
different inventions because Group I involves three probes the first and second probe that bind to 
nonoverlapping segments at one region and a third smgle base pair mismatch complementary to 
mRNA at another region while Group II involves two probes at a single region and do not 
involve the third probe or mRNA. 
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Because these inventions are distinct for the reasons given above and the search required 
for Group I is not required for Group II, restriction for examination purposes as indicated is 

proper. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compUance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR ' 
1.48(b) and by the fee required under 37 CFR 1.17(i). 
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Applicant is guided to MPEP 811 for restrictions before Final restriction practice. As the 
response has introduced new claims that clearly are distinct from the previously prosecuted 
claims, it has been deemed the restriction as proper. 

CONCLUSION 

3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey Siew whose telephone number is (703) 305-3886 and 
whose e-mail address is Jeffrey.Siew@uspto.gov. However, the office cannot guarantee security 
through the e-mail system nor should official papers be transmitted through this route. The 
examiner is on flex-time schedule and can best be reached on weekdays from 6:30 a.m. to 3 p.m. 
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If attempts to reach the examiner are unsuccessful, the examiner's supervisor, Gary Benzion, can 

be reached on (703)-308-l 1 19. 

Any inquiry of a yeneral nature, m ^tr.hmp or filed papers or relating to the status of this 
.p plipntion or proceeding should be directed to the Tracey Johnson for Art Unit 1637 whose 
telephone number is (703)-305-2982. 

Papers related to this appUcation may be submitted to Group 1600 by facsimile 
transmission. Papers should be faxed to Group 1 600 via the PTO Fax Center located in Crystal 
Mall 1. The faxing of such papers must conform with the notice published in the Official 
Gazette, 1096 OG 30 (November 15, 1989). The CMl Center numbers for Group 1600 are Voice 
(703) 308-3290 and Before Final FAX (703) 872-9306 or After Final FAX (703) 30872-9307. 

PRIMAFW EXAMINER 



November 22, 2002 



